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DETAILED ACTION 
Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

1. Claims 24 - 26 & 35 - 42 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Zuckermann et al. (WO 98/10857) (hereinafter "Zuckeimann"). 

Regarding claims 24, 35, 38, 40 & 41, Zuckermann teaches an apparatus comprising: a 
pressurizing system (vacuum manifold 258); a first and second bank of vials (reaction vessel 
denoted by 2, 4 & 254) disposed in rack 252; and a tube (protruding elongate conduit 10) capable 
of engaging a selective one of the drains from either the first or second bank of vials (see pages 7 
- 15; figures 1 - 5). 

Regarding claims 25, 36, 37 & 41, Zuckermann teaches the incorporation of a sealing 
means (see pages 10 & 1 1). 

Regarding claims 26, 39 & 42, Zuckermann teaches that each reaction vessel 2 comprises 
a tube (protruding elongate conduit 10) (see figure 1) 
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2. Claims 24, 26, 35 & 38 - 40 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Uzan et al. (U.S. Pat. No. 5,849,247 A) (hereinafter "Uzan"). 

Regarding claims 24, 35, 38 & 40, Uzan teaches an apparatus comprising: a pressurizing 
system ( suction or injection means); a first and second bank of reaction modules 40 comprising 
reaction wells or vials 42; and a tube or vertical needle 62 capable of engaging a selective one of 
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the drains (tapered orifice 46) from either the first or second bank of vials (see col. 3, line 21 
col. 5, line 50; figures 1-11). 

Regarding claims 26 & 39, Uzan teaches the incorporation of more than one tube or 
vertical needle 62 (see figure 6). 
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3. Claims 24, 35, 38 & 40 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Miller et al. (U.S. Pat. No. 5,483,843 A) (hereinafter "Miller"). 

Regarding claims 24, 35 & 38, Miller teaches an apparatus comprising: a pressurizing 
system (a syringe); a first and second row or bank of vials 1 14 in vial storage tray 16; and a 



Application/Control Number: 09/742,261 Page 5 

Art Unit: 1743 

sampling needle or tube 120 capable of engaging a selective one of the drains (the hole in the cap 
of the vial 1 14 through which the sampling needle 120 extends) from either the first or second 
bank of vials (see col. 7, lines 62 - 66; figures 1 - 7). 
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FIG- 7 




4. Claims 24 - 26 and 35 - 42 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Zuckermann et al. (U.S. Pat. No. 5,252,296 A) (hereinafter "Zuckermann"). 

Regarding claims 24, 26, 35 and 38 - 42, Zuckermann teaches an apparatus comprising: 
a pressurizing system (e.g., vacuum source 20 & compressed gas source 22); a first and second 
tubes (tube 30 or 32) capable of engaging a drain of a plurality of vials (e.g., vessels 12a - 12f). 
As shown in figure 1, the apparatus comprises a plurality of sets or banks of vials (sets 24, 26 
and 28) (see col. 4, lines 30 - 63; figures 1 - 4). 
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Fiff. 2 

Regarding claims 25, 36, 37 and 41, Zuckermann teaches the incorporation of a Teflon 
Luer-Lok™ seal fittings for ensuring proper tube connection (see col. 5, lines 12 - 64). 

Response to Arguments 

Applicant's arguments filed 9/22/2005 have been fully considered but they are not 
persuasive. The applicant alleges that the cited prior art do not teach the claimed invention. 
However, as discussed above, the cited prior art do teach all of the positively recited structure of 
the claimed apparatus. The cited prior art do teach features, e.g., tubes, having the capability of 
being used in the manner recited. If the prior art structure is capable of performing the intended 
use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 1967); and In re Otto, .136 
USPQ 458, 459 (CCPA 1963). The Courts have held that it is well settled that the recitation of a 
new intended use, for an old product, does not make a claim to that old product patentable. See 



Application/Control Number: 09/742,261 Page 8 

Art Unit: 1743 

In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). The Courts have 
held that a statement of intended use in an apparatus claim fails to distinguish over a prior art 
apparatus. See In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962). The Courts 
have held that the manner of operating an apparatus does not differentiate an apparatus claim 
from the prior art, if the prior art apparatus teaches all of the structural limitations of the claim. 
See Ex Parte Masham, 2 USPQ2d 1647 (BPAI 1987). Furthermore, the Courts have held that 
apparatus claims must be structurally distinguishable from the prior art in terms of structure, not 
function. SeeTw re Danley, 120 USPQ 528, 531 (CCPA 1959); and Hewlett-Packard Co. V. 
Bausch andLomb, Inc., 15 USPQ2d 1525, 1528 (Fed. Cir. 1990) (see MPEP § 2114). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines whose telephone number is (571) 272-1263. The 
examiner can normally be reached on Monday - Friday (1 1 AM - 8 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



